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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

3. Claim 1 recites the limitation "the same gene" in the claim. There is insufficient 
antecedent basis for this limitation in the claim since it is unclear which gene means the 
same gene and there is no word "gene" before the phrase "the same gene". Please clarify. 

4. Claim 1 is rejected as vague and indefinite in view of "at least one representative 
of each of said independent DNA clones". Since the phrase "each of said independent 
DNA clones" means one clone which is narrower than at least one representative clone 
(one or more), it is unclear what means "at least one representative of each of said 
independent DNA clones". Please clarify. 

5. Claim 1 is rejected as vague and indefinite because it is unclear that " at least one 
clone" in the amplifying step is from the independent DNA clones of the pooling step or 
not Please clarify. 

6. Claims 7 and 9 are rejected as vague and indefinite. Since the presence of same 
sized DNA product in a plurality of pools does not mean that the DNA clone is full- 
length gene, it is unclear what means "the presence of same-sized DNA product in a 
plurality of pools indicates the presence of a DNA clone representing a full-length or a 
specific transcript of said gene". Please clarify. 
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7. Claims 8 and 10 are rejected as vague and indefinite in view of the phrase "a 
second primer" since there is no phrase "a first primer" in claims 1 and 2. Please clarify. 

Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

9. Claims 1-10 are rejected under 35 U.S.C. 102(e) as being anticipated by Begsma 
etal, (US Patent No. 6, 187,544 Bl, priority date: June 4, 1997). 

Note that this rejection was made in view of the ambiguity of claims 1 and 7-10 
(see above the rejections under 35 USC 1 12). 

Bergsma et al., teach rapid cloning of full-length cDNAs using clone arrays from 
cDNA libraries. They teach to construct four cDNA sub-libraries from a tissue source 
which have different insert sizes; e.g., 1)>6 kb insert size, 2) 3 to 6 kb insert size, 3) 1.5 
to 3 kb, and 4) 0.6 to 1.5 kb. Before size selected cDNA sub-libraries are made, they are 
pre-enriched for mRNA 5' sequences. These size fractionated cDNA clones are then 
arranged into a 96 well microtiter dish such that 30 clones from a specific insert size pool 
(sub-library) are placed into each of the wells. A total of 384 microtiter dishes are thus 
prepared for a total of 1 . 105 x 10 6 clones per four sub-libraries (see column 2, third 
paragraph). 
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Regarding claims 1-6 and 10, since Bergsma etal, teach pool samples from 12 
columns (12 column pools) and 8 row (8 row pools) for each 96 well plate for a total of 
20 pools (see the method B in Figure 2 and column 6, lines 4-41), Bergsma et al, 
disclose pooling samples from a plurality of wells of a multi-well plate (ie., a 96 well 
plate) to form a plurality of pools (ie., 20 pools) wherein said multi-well plate comprising 
a plurality of individual wells in rows and column as recited in claim 1, said pools are 
formed by pooling samples from a plurality of wells in a column and/or a row as recited 
in claim 2, each pool is formed by pooling samples from each well in a column of wells 
and each well in a row of wells as recited in claim 3, said multi-well plate is a 96-well 
plate, comprising 8 rows, with 12 wells in each row and 12 columns, with 8 wells in 
each column as recited in claim 4, each pool is formed by pooling samples from each 
well in a column and each well in a row, whereby 20 pools are thus formed as recited in 
claim 5. Since Begsma et al } teach that each of the wells in a 96 well plate has m 
number of clones wherein m is from 1 to 2000 (see column 3, lines 13-46), a 96 well 
plate has 96 to 192,000 clones. When m equals 100, a 96 well plate has 9,600 clones. 
Therefore, Bergsma et al, teach that each well comprising at least one representative (ie., 
100 clones) of 4,000-12,000 independent DNA clones (ie., 9,600 independent DNA 
clones per 96 well plate) and wherein each said sample (ie., 100 clones in a well) 
comprises at least one representative of each of said independent DNA clones as recited 
in claim 1 . Since Bergsma et al., teach that the row and column DNA pools for each 
tissue library are analyzed for the presence of a specific DNA segment by PCR 
(polymerase chain reaction) (see column 2, third paragraph) using a primer that is 
complementary to the 5* end of cDNA interest and another primer that is complementary 
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to the library vector (see column 7, third paragraph), Bergsma et al, disclose amplifying 
DNA clones in each pool by polymerase chain reaction using nucleic acid primers to 
form amplified DNA product, wherein at least one primer is specific for a gene present in 
at least one DNA clone from said independent DNA clones as recited in claim 1 wherein 
another primer is a vector-specific primer and said DNA clones further comprise vector 
DNA as recited in claim 10. Since Bergsma et al, teach that PCR products are separated 
by gel electrophoresis and detected by ethidium bromide staining to identify the multi- 
plate row and column DNA pools generating the appropriate PCR product and row and 
column identification allows for the concommitant identification of both the original 
insert size fraction pool and the single plate pool yielding the appropriate PCR product, 
and further identifying the specific well containing the corresponding full length clone 
(see column 2, third paragraph), Bergsma et al, disclose detecting amplifying DNA 
product from a plurality of said pools (ie,, 20 pools) and identifying the size of a DNA 
clone in a pool which is representative of said gene or the presence of multiple different 
DNA clones in a plurality of pools which are representative of multiple different 
transcripts originating from said gene as recited in claim 1 wherein said detecting 
amplified DNA product is performed by gel electrophoresis as recited in claim 6. 

Regarding claim 8, since Bergsma et al, teach both primers for the PCR can be 
from the cDNA of interest (see column 8, claims 5 and 7), claim 8 is anticipated by 
Bergsma et al. 

Regarding claims 7 and 9, Bergsma et al, teach row and column identification 
(ie., PCR) allows for the concommitant identification of both the original insert size 
fraction pool and the single plate pool yielding the appropriate PCR product, and PCR is 
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then performed on row and column pools derived from the positively identified 96 well 
plates having the largest cDNA insert size, Bergsma et al y disclose said identifying (ie., 
PCR) is comparing the sizes of DNA product detected in each pool (ie., obtaining the 
largest cDNA insert size), and determining pools of wells or columns which contain 
DNA product having the same size (ie., , PCR original insert size fraction pool) whereby 
the presence of same- sized DNA product in a plurality of pools indicates the presence of 
a DNA clone representing a specific transcript of said gene (ie., a specific cDNA) as 
recited in claims 7 and 9, 

Therefore, Bergsma et al y teach all limitations recited in claims 1-10. 

Conclusion 

10. No claim is allowed. 

11. Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center located in 
Crystal Mall 1 . The faxing of such papers must conform with the notices published in the 
Official Gazette, 1096 OG 30 (November 15, 1988), 1 156 OG 61 (November 16, 1993), 
and 1 157 OG 94 (December 28, 1993)(See 37 CAR § 1 .6(d)). The CM Fax Center 
number is either (703)872-9306 or (703)305-3014. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frank Lu, Ph.D., whose telephone number is 
(571)272-0746. The examiner can normally be reached on Monday-Friday from 9 A.M. 
to 5 P.M. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion, can be reached on (571)272-0782. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the Chemical Matrix receptionist whose telephone number is (703) 308- 



0196. 




Frank Lu 
PSA 

June 10, 2004 



FRANK LU 
fWENT EXAMINER 



